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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

BHPC ASSOCIATES LLC,  ) 
  )  

Petitioner,  )                     
v.  ) Cancellation No. 92057077 
  ) Registration No. 1,743,296 
SANTA BARBARA POLO & RACQUET   ) 
CLUB,       ) 
        ) 

Registrant.  ) 
  ) 
 

ANSWER TO PETITION OF CANCELLATION AND 
AFFIRMATIVE DEFENSES  

 
Registrant Santa Barbara Polo Club1 (“Registrant”), by and through its attorneys, hereby 

responds to the Petition of Cancellation (the “Petition”) fil ed by BHPC Associates LLC 

(“Petitioner”) concerning U.S. Trademark Registration No. 1,743,296 (the “Cancellation 

Action”) for the SANTA BARBARA POLO & RACQUET CLUB & Design mark as follows:  

ANSWER 

With respect to the first unnumbered paragraph of the Petition, Registrant denies the 

allegations in this paragraph.  

1. Registrant lacks knowledge or information sufficient to form a belief about the 

truth of the allegations in Paragraph 1, and on that basis denies them. 

2. Registrant denies that Petitioner’s BEVERLY HILLS POLO CLUB and Polo 

Player Design mark became distinctive of Petitioner’s goods prior to any use of or alleged rights 

of Registrant in its SANTA BARBARA POLO & RACQUET CLUB & design mark.  Registrant 

                                                 
1 Registrant notes that its name was incorrectly listed in the Petition to Cancel as “Santa Barbara 

Polo & Racquet Club” and respectfully requests that the caption be corrected. 
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lacks knowledge or information sufficient to form a belief about the truth of the remaining 

allegations in Paragraph 2, and on that basis denies them. 

3. Registrant admits that the three registrations listed in Paragraph 3 exist on the 

Register.  Registrant lacks knowledge or information sufficient to form a belief about the truth of 

the remaining allegations in Paragraph 3, and on that basis denies them. 

4. Registrant lacks knowledge or information sufficient to form a belief about the 

truth of the allegations in Paragraph 4, and on that basis denies them. 

5. Registrant admits that it is the owner of Registration No. 1,743,296, issued 

December 26, 1992 for the SANTA BARBARA POLO & RACQUET CLUB & Design mark in 

connection with the following goods: “clothing, namely, shirts, sweatshirts, hats, neckties, and 

shoes” in International Class 25.  

COUNT I - ABANDONMENT 

6. Registrant restates its responses to all preceding paragraphs above.  

7. Registrant denies the allegations in Paragraph 7. 

8. Registrant denies the allegations in Paragraph 8. 

9. Registrant denies the allegations in Paragraph 9. 

10. Registrant denies the allegations in Paragraph 10. 

11. Registrant denies the allegations in Paragraph 11.  

AFFIRMATIVE DEFENSES 

12. Petitioner fails to state a claim upon which relief can be granted and, in particular, 

fails to state legally sufficient grounds for sustaining the Cancellation Action. 

13. Registrant alleges on information and belief that the Cancellation Action is barred 

by contractual estoppel based on the 1997 Agreement between BHPC Marketing, Inc., the 
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Petitioner’s predecessor in-interest in the BEVERLY HILLS POLO CLUB and Polo Player 

Design Mark, and Santa Barbara Polo & Racquet Club (the “Coexistence Agreement”).  

Attached hereto as Exhibit 1 is a true and correct copy of the Coexistence Agreement.  

14. Petitioner lacks standing to seek cancellation of Registration No. 1,743,296.  

15. Registrant alleges on information and belief that as a result of Petitioner’s own 

acts and/or omissions, the Cancellation Action is barred by the doctrine of laches. 

16. Registrant alleges on information and belief that as a result of Petitioner’s own 

acts and/or omissions, Petitioner has waived any right to pursue its Cancellation Action, 

including, but not limited to, Petitioner’s agreement in the Coexistence Agreement. 

17. Registrant alleges on information and belief that the Cancellation Action is barred 

by the doctrine of acquiescence. 

18. Registrant alleges on information and belief that the Cancellation Action is barred 

by the doctrine of unclean hands, including, but not limited to, Petitioner’s breach of the 

Coexistence Agreement.   

19. Registrant alleges on information and belief that the Cancellation Action is barred 

by the doctrine of estoppel. 

20. Registrant reserves the right to rely on all further affirmative defenses that 

become available or appear during discovery proceedings in this action, and Registrant reserves 

the right to amend this Answer to Petition of Cancellation and Affirmative Defenses for the 

purposes of asserting any such additional affirmative defenses.   

WHEREFORE, Registrant specifically requests that the Petition be denied in its entirety.  
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Dated:  July 29, 2013    Respectfully submitted, 

 
By:  /s/Jennifer L. Barry   

Jennifer L. Barry 
LATHAM & WATKINS LLP  
600 West Broadway, Suite 1800 
San Diego, CA 92101-3375 
(619) 236-1234 / (619) 696-7419 Fax 
jennifer.barry@lw.com 
ipdocket@lw.com  
 
Attorney for Registrant 
SANTA BARBARA POLO CLUB 
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CERTIFICATE OF SERVICE 

I hereby certify that a true and correct copy of the foregoing ANSWER TO PETITION 
OF CANCELLATION AND AFFIRMATIVE DEFENSES has been served on BHPC 
Associates LLC on July 29, 2013 via First Class Mail, postage prepaid to: 

 
Robert Epstein 
Epstein Drangel LLP 
60 East 42nd Street, Suite 2410 
New York, NY 10165 
 
 

 /s/ Jennifer L. Barry     
 Jennifer L. Barry 
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